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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1 -25 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 1 and 24 disclose the limitation "the pivot control member being attached 
at or toward the distal end of the pivot control member." It is unclear how the pivot 
control member can be attached to the distal end of itself. 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1-10, 13-18, and 20-25 rejected under 35 U.S.C. 102(b) as being 
anticipated by Sonnabend et al. (WO 01/34040 A1). 

Regarding claims 1-10, 13-18, and 20-23 Sonnabend et al. disclose a bone 
resection device for use in resection of bone during joint replacement surgery (figures 1- 
2), the device comprising a handle (32, figure 1); an elongate shaft (4, figure 2) rotatably 
mounted to the handle (see abstract), the shaft having a shaft axis, a proximal end and 
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a distal end (figure 1); a cutting tool housing (4b, figure 1) attached to the shaft at or 
towards the distal end of the shaft; at least one cutting tool (3, figures 1 , and 1 0) 
fastened to the housing, the at least one cutting tool configured to be movable between 
a retracted position and an extended position (figures 1 5, 10); and a pivot control 
member (see figure below) having a proximal end and a distal end, the pivot control 
member configured to be at least partially disposed about the elongate shaft, the pivot 
control member being attached at or toward the distal end of the pivot control member 
to the at least one cutting tool (figure 1 0), the distal end of the pivot control member and 
the distal end of the shaft being configured to be axially displaceable (figures 8 and 10, 
page 8, fl5) and with respect to one another a predetermined distance, during operation 
of the device, wherein the at least one cutting tool comprises at least two cutting tools 
(3, figures 1, 5, 10), wherein each of which is at least partially disposed within the 
cutting tool housing and each of the at least two cutting tools are in their respective 
retracted positions (figure 5) wherein each of the at least two cutting tools is pivotally 
fastened to the cutting tool housing ((page 8, ^5), and the at least two cutting tools are 
configured to be fastened to the cutting tool housing in an opposed manner (figure 10) 
such that when one of the cutting tools is caused to move in one direction the other 
cutting tool is caused to move to about the same degree in the opposite direction (page 
5, (b)), wherein the distal end of the pivot control member is configured to be axially 
displaceable with respect to the distal end of the shaft a predetermined distance, during 
operation of the device (figure 1), and further comprising a cam follower (3c, figure 10), 
and wherein one of the pivot control member and the shaft comprises a cam surface 
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(see figure below) configured to accept the cam follower, the cam surface extending in a 
plane generally perpendicular to the shaft axis and wherein one of the cam surface and 
the cam follower is fixed relative to the handle (figures 1-2, 10), and the other of the cam 
surface and the cam follower is fixed relative to the pivot control member (figures 1-2, 
10), wherein the cam surface is provided on the proximal end of the pivot control 
member and the cam follower is fixed relative to the handle (figure 10) and the cam 
surface is provided on a removable part of the device, and further comprising a locking 
mechanism (32a, figure 1) configured to lock the axial position of the shaft relative to the 
handle, and the locking mechanism is configured to be adjustable to provide different 
locked axial positions of the shaft relative to the handle. Wherein the shaft comprises a 
connector formation (42, figure 1 Configured to be connected to a drive unit for imparting 
rotational movement to the shaft, and the cutting tool is generally elongate in shape 
(figure 10), and has a cutting edge towards one end (3a, figure 1) and one of the 
elongate cam track or follower at its other end, wherein the pivot control member is 
rotatable, i.e. capable of rotation, about the shaft axis, and the pivot control member is 
connected to the shaft (figures 1-2, 10); the pivot control member is connected to the 
shaft at or towards the distal end of the shaft (figures 1-2, 10) and one of the pivot 
control member and the at least one cutting tool has an elongate cam track (2a, figure 
5) formed therein and the other of the pivot control member and the at least one cutting 
tool comprises a follower (3c, figure 5) configured to slide in the cam track; wherein the 
at least one cutting tool has an elongate cam track (2a, figure 5) formed therein and the 
pivot control member comprises a follower (3c, figure 5) configured to slide in the cam 
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track, and the cutting tool housing has a slot (see figure below) and the follower is 
configured to extend through the slot and engage with the cam track of the at least one 
cutting tool, and having a cam follower (3d, figure 5), and wherein the pivot control 
member is configured to move relative to the shaft (figure 10), and one of the pivot 
control member and the shaft comprises a cam surface (see figure below) to accept the 
cam follower, the cam surface extending in a plane generally perpendicular to the shaft 
axis, and wherein one of the cam surface and the cam followers is fixed relative to the 
handle, and the other of the cam surface and the cam follower is fixed relative to the 
pivot control member (figure 10); the predetermined distance is defined by a cam 
surface located on the proximal end of the pivot control member (figure 10). 



3c 102 




FIG. 10 



Regarding claims 24-25, Sonnabend et al. disclose a bone resection device for 
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use in resection of bone during joint replacement surgery (figures 1-2), the device 
comprising a handle (32, figure 1 ); an elongate shaft (4, figure 2) rotatably mounted to 
the handle, the shaft having a shaft axis, a proximal end and a distal end (figures 1-2); a 
cutting tool housing (4b, figure 1 ) attached to the shaft at or towards the distal end of the 
shaft, the cutting tool housing having a slot (see figure below); at least one cutting tool 
(3, figures 1-2, 5, 10) fastened to the housing, the at least one cutting tool configured to 
be movable between a retracted position (figure 10) and an extended position (figure 5), 
the at least one cutting tool having an elongate cam track formed therein (2a, figure 5); 
and a pivot control member (see figure below) having a proximal end and a distal end, 
the pivot control member comprising a follower (3c, figure 10) extending generally 
perpendicular from the distal end thereof and configured to extend through the slot and 
engage with the cam track of the at least one cutting tool (see figure below), the pivot 
control member configured to be at least partially disposed about the elongate shaft 
(figure 10), the pivot control member being attached at or toward the distal end of the 
pivot control member to the at least one cutting tool (3, figure 10), wherein the distal end 
of the pivot control member and the distal end of the shaft being configured to be axially 
displaceable with respect to one another a predetermined distance, during operation of 
the device (figure 10). 
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FIG. 10 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 11-12 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Sonnabend etal. (WO 01/34040 A1) in view of Kuslich etal. (US 6,383,188). 

Sonnabend et al. discloses the claimed invention except for the shaft having a 
threaded portion and a locking ring which can be fit onto the threaded portion of the 
shaft and the device having a removable spacer ring that can be placed between the 
threaded portion of the shaft and the locking ring. 

Kuslich discloses a bone resection device that has a threaded portion (190, 



Application/Control Number: 10/564,717 Page 8 

Art Unit: 3775 

figure 2) and a locking ring (194, figure 2,) which is capable of being fit onto the 
threaded portion of the shaft (paragraph 33) and has a removable spacer ring (224, 
figure 2) which is capable of being placed between the threaded portion of the shaft and 
the locking ring (paragraph 36) to permit blade advancement within the shaft (paragraph 
38). Accordingly it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to have constructed the device of Sonnabend to have the 
thread portion and locking ring connection with the spacer ring disposed between to 
permit blade advancement within the shaft as taught by Kuslich. 

6. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sonnabend et al. (WO 01/34040 A1). 

Sonnabend discloses the claimed invention except for the cam track being non- 
parallel to the axis shaft. It would have been an obvious matter of design choice to 
have the cam track non-parallel, since applicant has not disclosed that the non-parallel 
orientation solves any stated problem or is for any particular purpose and it appears that 
the invention would perform equally well with the parallel cam track. 

Response to Arguments 

7. Applicant's arguments with respect to claims 1-25 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MATTHEW LAWSON whose telephone number is 
(571)270-7375. The examiner can normally be reached on M-F, 8am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas Barrett can be reached on 571-272-4746. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/M. L.I /Thomas C. Barrett/ 

Examiner, Art Unit 3775 Supervisory Patent Examiner, Art 

Unit 3775 



